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REMARKS 

The Office Action mailed on February 05, 2003 has been reviewed and the comments 
of the Patent and Trademark Office have been considered. Prior to this paper, claims 1-20 
were pending in the present application. By this paper, no claims have been added or deleted. 
Therefore, claims 1-20 remain pending in the present application. 

Applicants respectfully request reconsideration of the present application in view of 
the foregoing amendments and in view of the reasons that follow. 

Rejections Under 35 U.S.C. §112, Second Paragraph 

In the Office Action, claim 14,15, 19 and 20 were rejected under 35 U.S.C. 
§112, second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. As seen above, the claims 
have been amended, and Applicants respectfully request reconsideration. 



Claim Rejections Under 35 U.S.C. §103(a) 

In the Office Action, Claims 1-20 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over the Takemura (USP 6,440,232) in view of Seki (JP 05-301165, as 
translated) and Kokubu (USP 5,556,348). Applicants respectfully submit that the rejections 
of the claims are improper, and that these claims are allowable for at least the following 
reasons. 

Applicants rely on MPEP § 2143, which states that: 

[t]o establish a prima facie case of obviousness, three basic criteria 
must be met. First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference 
or to combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference 
(or references when combined) must teach or suggest all the claim 
limitations. 
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It is respectfully submitted that at least the third criteria of MPEP § 2143 has not been met in 
the Office Action. 



Even if the first requirement of MPEP § 2143 was satisfied in the Office Action, the 
cited references, even when combined, do not meet the third requirement, which is that "the 
prior art reference (or references when combined) must teach or suggest all the claim 
limitations." 

For example, none of the cited references disclose, teach, or suggest a "rolling contact 
portion including an outer surface layer having ... a surface residual compressive stress of 
not less than 1000 MPa," an element that is claimed in the independent claims. The Office 
Action acknowledges this ( and other, as will be seen below ) deficiencies, but attempts to 
remedy the deficiencies by relying on MPEP §21 12.01 in general, and in particular on In re 
Best and In re Spada. 



First, it is respectfully submitted that the application of In re Best and In re Spada in 
regard to the method claims (claims 6-20) is procedurally incorrect as a matter of law 
because the cited cases (and the premise of law for which they stand, as discussed in greater 
detail below, are limited to the rejection of product or apparatus claims, as is clearly 
indicated by the title of MPEP §21 12.01 : "Product and Apparatus Claims." The MPEP 
stipulates a different standard for an examiner to meet when rejecting method claims based on 
an inherency rationale, as annunciated in MPEP §21 12.02, entitled "Process Claims." This 
standard is not addressed in the Office Action. None of the cited references, alone or in 
combination, teach each and every element of method claim 6. Thus, the rejection of claims 
6-20 is improper, and the claims should be allowed. 



None of the Cited References Suggest All Claim Recitations 
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Still further, reliance on In re Best and In re Spada is not applicable with respect to 
the present claim set. This is because MPEP §21 12.01 is directed towards situations were the 
reference is "identical or substantially identical" to that claimed, except that the reference is 
silent in regard to certain claimed properties or functions, as the first paragraph of that section 
indicates. ("Product and apparatus claims - when the structure recited in the reference is 
substantially identical to that of the claims, claimed properties or functions are presumed to 
be inherent." MPEP §21 12.01, first paragraph.) 

The MPEP provides case law examples of what is meant by properties or functions. 
Immediately, after discussing In re Best and Spada, MPEP §21 12.01 references Titanium 
Metals v. Banner, where claims "were directed to a titanium alloy containing 0.2-0.4% Mo 
and 0.6-0.9% Ni having corrosion resistance. Russian article disclosed a titanium alloy 
containing 0.25% Mo and 0.75% Ni but was silent as to corrosion resistance." The Federal 
Circuit held that because the composition was the same, the prior art "must necessarily 
exhibit the properties." Still further, MPEP §21 12.01 references Northam Warren v. 
Newfield, where a "patent to a pencil for cleaning fingernails was held invalid because a 
pencil of the same structure for writing was found in the prior art." 

In contrast to the fact patterns discussed in Titanium Metals and Northam Warren, the 
present invention claims specific elements that are not present (even inherently) in the cited 
references. These elements are not "properties or functions," as exemplified in the MPEP 
(e.g., corrosion resistance, the function of a device, etc.), but, in contrast, are real elements of 
the claims that differentiate the present invention from the prior art, and should be given 
patentable weight. The element that at least one rolling contact portion includes an outer 
surface layer having a surface as claimed is not a property or function of the rolling element, 
but an element that differentiates the claimed continuously variable transmission components 
from the prior art. None of the cited references teach a surface having "a residual 
compressive stress of not less than 1000 Mpa," and the Office Action cites nothing to the 
contrary. 

Still further, MPEP §21 12.01 is entirely directed towards a scenario where a single 
reference is being used by the examiner to reject the claims. While obviousness rejections are 
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permitted under MPEP §21 12.01, each and every example provided under this section relates 
to a single reference. "Where the claimed and prior art products are identical or substantially 
identical in structure or composition, or are produced by identical or substantially identical 
processes, a prima facie case of either anticipation or obviousness has been established." 
(MPEP §21 12.01, second paragraph, emphasis added.) In the present case, as is admitted in 
the Office Action, there is no prior art product that is "identical or substantially identical in 
structure or composition" to the present invention, nor are the prior art products "produced by 
identical or substantially identical processes." As to the former, the absence of the elements 
of a "surface residual compressive stress of not less than 1000 MPa and a residual austenite 
content of not more than 10% by volume," elements that are clearly structural elements, from 
Takemura demonstrate that the Takemura reference is not "identical or substantially identical 
in structure or composition" to the present invention. In regard to the latter, the Office Action 
states that "Takemura et al does not teach applying shot peening to the outer surface of the 
workpiece or subjecting the outer surface of the workpiece to finish grinding." (Office 
Action, page 3, second paragraph.) Thus, Takemura is not produced by identical or 
substantially identical processes either. Because a single prior art product or apparatus has 
not been found that is substantially identical, either in structure or in production method, to 
the present invention, the present claim set should be allowed. 

+ s(e s(e s|e 

In addition, in the Office Action, three different references are cited as teaching a 
specific surface characteristic (e.g., microhardness, residual compressive stress, residual 
austenite content, etc.) - or, alternatively, at least teaching a process to produce a specific 
surface characteristic- are combined to support an obviousness argument. However, none of 
the references disclose, teach, or suggest that the claimed processes or structure can be 
combined with one another to arrive at the present invention. Thus, the claims are allowable 
for at least this reason as well. 
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In sum, even if the first requirement of MPEP § 2143 is satisfied (which is not the 
case), the third requirement of MPEP § 2143 is not satisfied in the Office Action, since the 
cited references do not teach each and every element of the present invention. Thus, the 
present claims are allowable. 



Applicants believe that the present application is now in condition for allowance. 
Favorable reconsideration of the application as amended is respectfully requested. 

The Examiner is invited to contact the undersigned by telephone if it is felt that a 
telephone interview would advance the prosecution of the present application. 

The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.R. § 1.16-1.17, or credit any overpayment, to 
Deposit Account No. 19-0741 . Should no proper payment be enclosed herewith, as by a 
check being in the wrong amount, unsigned, post-dated, otherwise improper or informal or 
even entirely missing, the Commissioner is authorized to charge the unpaid amount to 
Deposit Account No. 19-0741. 



CONCLUSION 



Respectfully submitted, 




Washington, D.C. 20007-5143 
Telephone: (202) 295-4747 
Facsimile: (202) 672-5399 
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